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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 



(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 



(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 

correct. 



(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 

No evidence is relied upon by the examiner in the rejection of the claims under appeal. 



(9) Grounds of Rejection 

The following grounds of rejection are applicable to the appealed claims: 



The following is a quotation of 35 USC 103(a) which forms the basis of all obviousness 
rejections provided in this Office Action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented, and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

A. Claims 15-20, 22, 23 and 25 are rejected under 35 USC 103(a) as being unpatentable 
over Paley 4640019. 

Re Claims 15, 16, 22 and 23, Paley discloses a kit, as broadly and reasonably 
interpreted, comprising 

Drive* including a motor and driveshaft (c4, In 61-67), the driveshaft having two ends, 
Template including sheet 10 with adhesive 23, and, 

First and second indicators 16 for first, second locations for drilling a hole, 
Third and fourth indicators 18,20 for third, fourth locations for making a cut, 

The third and fourth locations disposed on the sheet between the first and 
second locations, 

The drive/driveshaft being installable (i.e., positionable) at these locations 
for making the cuts, and, 
Tools** (as implied in c4, In 61-67; "proper drilling" and "cuts and mortises") for making 
the holes and cuts, and comprising the drive. 
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* Although the reference does not explicitly include a drive in this kit, the power tools implied in 
c4, In 64-67 each comprise this element. 

** This feature was not properly addressed in the Final Action; see paragraph 10 A(1) below. 



Re Claims 17-19, Paley discloses the third and fourth locations as located between the 
first and second locations, but not that does not disclose the spacing between the first and 
second indicators The reference does provide that spacing can differ, as obvious, in c4, In 38- 
46. 

However, it is clear that this feature does not affect the proper operation of the invention 
in any manner, but are factors merely for placing the drive in a certain location. Also, as noted 
in Paley, they are application-specific, so they may be different in other applications/situations. 



Re Claims 20 and 25, Paley discloses the third and fourth indicators as lines (fig 2). It 
does not disclose the first and second indicators as holes passing through the sheet, nor the 
third and fourth indicators as parallel lines. (The reference, however, does disclose scored lines 
for all indicators, in c3, In 22, 26-28, which are clearly functionally equivalent) 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to include these indicators, as other extremely well-known types of indicators, for 
different applications such as for materials that require more detailed markings. This increases 
applicability. However, the particular type of indicator/marking is entirely immaterial to the proper 
function of the invention, and these well-known indicators are all functionally equivalent. 
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B. Claims 21 and 24 are rejected under 35 USC 103(a) as being unpatentable over Paley 
in view of Nelson 4466637. 

Paley discloses the elements as provided above, but does not disclose a drive/driveshaft 
that is installable at certain locations after making the cuts. Nelson shows motor 24 with 
inherent driveshaft 26 that may be configured as such. It would have been obvious to one with 
ordinary skill in the art at the time the invention was made to include this arrangement, as 
shown in Nelson, to provide drive means for the particular application that requires this 
component, thus providing all required components for this particular kit. 

It is clear and obvious that any component may comprise a portion of a retroactive kit 
because the kit is specifically assembled to include all material elements in order to alter a 
portion of a particular apparatus. 



(10) Response to Arguments 



A(1). Paley discloses all recited elements in Claims 15-20, 22 and 23 

Examiner reiterates her rejections of these claims because Paley clearly obviates all 
recited elements. The reference clearly discloses the various components comprising a "kit", as 
provided above, including "a motor and driveshaft (as inherent in the motor)" as comprised in 
tools necessary for "drilling a hole", and "making cuts". 

The language in Claim 15, last two lines, is broadly and reasonably interpreted as simply 
positioning the drive of the tool, at the third and fourth locations for making the cuts. The 
language does not include "the drive is installable... after making the cuts", whereas Claim 21 
does (see below). 

Appellant argues that Paley is nonanalogous to "installing a drive" because it involves 
"installing door strikes". However, this argument is unsupported because Claim 15 leaves open 
to interpretation the language "installing a drive". As discussed, one reasonable interpretation is 
the "positioning" of the drive of the tool, in order to make the cuts. Therefore, Paley clearly 
obviates this Claim. 
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Re Claims 22 and 23, Examiner had overlooked addressing the recitation of u tool(s) for 
drilling the hole/make the cut" in the final Office Action, and extends her apologies. However, it 
is noted that Paley's disclosure of "proper drilling" and "cuts and mortises", in c4, In 61-67, 
clearly provides these elements. These tools comprise the "drive" as recited in Claim 15. 

Therefore, Paley is maintained as obviating all recited elements in these Claims, 
including "installing" or as reasonably interpreted, "positioning", the drive of the tool at a certain 
location is inherent to making a hole. 



A(2). Paley obviates Claims 17 and 18 

Examiner maintains these rejections as proper. The Claims simply involve the spacing 
between the indicators. Clearly, this feature is insignificant to the invention because it is 
immaterial to the objective of the invention, which is to alter/modify an unidentifiable apparatus, 
via a kit comprising well-known items. The kit also provides a template to permit markings to be 
placed on the material. Spacing between markings/indicators is also application-dependent, 
and so obviously involves a reasonable range, such as provided in Paley, c4, In 38-46. 

While Paley does not specifically disclose separation of the third and fourth locations, it 
would have been obvious that this feature would be included on a template for an application 
that requires it, such as a line of mounted screws, all separated. This, and similar modifications 
to the locations, would have been very obvious. 

A(3). Palev obviates Claims 20 and 25 

Claim 20 involves the type/shape of indicators as including punched holes, and lines. As 
provided above, Paley discloses the third and fourth indicators 18, 20 as comprising lines. It 
does not provide punched lines, but scored lines for the hole markings 16, which are functionally 
equivalent. Prior art provides several types/shapes of indicators, all well-known, and all 
functionally equivalent. 
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As just discussed, a particular type of indicator/marking is clearly insignificant to the 
invention. So long as the template permits some appropriate marking to be placed on the 
material, the objective of the template is achieved. 

Claim 25 includes the third and fourth indicators as comprising parallel lines. Examiner 
was incomplete regarding this feature in the final Office Action, and extends her apologies. 

She intended to indicate that while Paley did not disclose this feature, it would have 
been obvious to do so for a particular application, for example, one requiring markings to place 
an object having two parallel sides. 

Paley simply provides an example of a certain template for a certain situation; 
installation of a door strike. It would have been obvious to make different types of openings 
appropriate for the particular application, including parallel lines. Therefore, Paley is maintained 
as also obviating this claim. 

B. Paley in view of Nelson obviates Claims 21 and 24 

Examiner reiterates her rejections with Paley in view of Nelson. Nelson teaches 
drive/driveshaft 26 that may be configured "to be installed between third and fourth locations 
after making the cuts", as broadly and reasonably interpreted. 

Here, Examiner maintains that a "kit" may be composed of various components 
necessary to replace/improve/alter an existing structure. Because there exists a vast multitude 
of structures of which it is determined that improvement/alteration is desirous, a kit necessarily 
comprises elements specific to the particular existing structure. 

In this case, Appellant's invention comprises retroactive "installation of a drive" at a 
certain location on an undefined structure, after making the necessary mounting structures (i.e., 
holes and cuts). Paley discloses the recited components necessary/desirous for such an 
operation; power tools and a template. Nelson teaches a driveshaft of a motor that is installable 
on the apparatus, at the mounting structures. Therefore, the combination discloses all recited 
elements. 
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Applicant argues at great length that the references are nonanalogous. In answer, it is 
obvious that a multitude of references exist which disclose the components included in 
Appellant's kit, these references extending over various fields of art. Examiner reiterates that 
the kit apparently contains extremely well-known elements, combined so to alter/modify an 
unidentifiable, undistinguished apparatus. Therefore, it is not surprising, nor unreasonable to 
expect, that the references can be nonanalogous, as provided here. This observation does not 
negate the fact that they indisputably disclose all recited elements. 

Again, Examiner reiterates that the elements recited in the above-mentioned Claims are 
undistinguishable, and entirely unremarkable, from those in the references. Also, she 
maintains that the kit serves to alter/modify an unidentifiable apparatus. No language exists to 
distinguish in any way the combination of respective components in Paley and Nelson from that 
recited as that included in the kit. Therefore, because the recited elements are 
undistinguishable over that disclosed in the references, the rejection is proper, and is 
maintained. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court, or the Board, is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

(12) Conclusion 

For the above reasons, it is believed that the rejections should be sustained. 




Conferees in an appeals conference conducted about 3/1/06: LM, SM, KH, LL. 

Kit 



Respectfully submitted, 

Ms. Lee Lum-Vannucci 

Examiner 

3/17/06 




